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REMARKS 

This Amendment is m response to the final Office action (Paper No. 2009051 1 ) mailed an 
1 1 May 2009, Reexamination and reconsideration arc respectfijlly requested. 

LfeteofThe Claims 

Piir^uaot to 37 CFR § 121(c), the claim listing, iiiciuding the text of the claims, wil l serve to 
replace all prior versions of the claims^ in the application, 
Stai ti js of The Claims 

Upon entry of tliSs Paper, claims 7^ 13, and 1 9 wiil be pending in tliis application. 
Amendment of The Ctaims 

No claim is aineiided by this Papgjr. 

In the final Office action (Paper No, 2QG9051 1), tlie Examiner stated: 

Claims 7J 3 m\d 19 aie i-ejected under 35 § 1 03(a) as being unpatentable over 

a propo:>ed coinbiuation of CuUleron (FR 261051 2 A) modified m view of Haosson 
et ai, U.S. Patent No. 5,588,838. 
Appiicant respectfully traverses because of the following reasons. 

First, as is indicated by a thorough reading of Cudleron ^5 1 2, the Bx.mniner \s proposed 
combination Mh to teach, or suggest. Applicant's '^helical threads/' Two observ^ations confirm this 
omission: flr^t, the perfection of the symmetry in the disposition of the cotyle 1 on both sides of the 
structures illiistrated by Figures I and 5, and second, the absence of the adjective 'lielical*' from the 
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specificatioti of Cuillemn *512, Hmv cm CuillmM *512 be to teach any peripheral stnicture 
except series of space-apart concentric rings if C;uil!eroi> '512 itself does not use the adjective 
''helical?*' The use of 'threading*' m the English langiiage tnmslation is $imply that; '^threading''' is 
not synonymous with either ''heiicaf Of with 'lielical thi^ading/' 

^ilelical tihreads''' have beei:! known since the work of Archimedes, Cuilleroii vS 1 2 knew 
about *'heiical threads/' Because the Impiaiiis of CuilleroB '5 1 2 areinteiided for movable anatomical 
members, such as artificiai limbs, the choice of synimetrical radial alignment between the 
circuiTjferentiai rings of Cuilleron *512 wa$ deliberate m order to address the pecuHariiie*^ aiid 
necessity of maintahiing the impiants within their receiving polyethyime free of sympathetic 
rotation in response to the corresponding rotation of the att^iched artificial limb. Modifying 
Cuilieroti "512 io incorporaie the helically oriented lhread 9 of Mansson ' S3S^ impermissibly prcveMs 
Cuilleron *51 2 fern being used in its intaided mode of operation to prevent sympathetic coimter- 
clockwise rotation of the implant in response to rotation of the attached artificiai Hmb. 

Accordingly, the combination of CuiHeron *512 and I lansson '838 is impermissible imder 
35 IISXI § .1 03(a), This is persuasive evidence of the absence of obviousness in the pending claims. 

Second, as best illustrated by the Table printed below, neither the Examiner's proposed 
combination nor Cuiileron ^512 and Hansson '838, whether taken in various combinations or 
individuaily* fail to teach Applicant's, 

♦ " core summnded by heiicai threads, 

• with the inclined flanks of said threads bearing a continuum of 
micro-patterns increasing ^ 
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• the micKi-i^ttaf^ comprising one or niore receSvSe^ mid protmsiom, 
and 

• the micro-patterns having continuous and repeated arcuate cross- 
sectiDnal outlines throughout the entire length of the micro-patterns 

Specificaliy, the threads 9 of llansson *838 bear neither Applicant's flanks of ... threads'' nor 
Applicant's " flanks of threads bearing a coiitimmm of micro-pattems,'* and the pitch of the 
""thread'^ 9 of Bixmmn ' 838 is di^^ciosed as 200 micrometer; consequejitly, "'thread^' 9 of Han^json 
^UM lacks a substratie s^tmcture aWe to siipport ekher Appiicajit'a: 

(43f) ''tnicro-patterns baving continuous trnti repeated arcuate cross- 
jiecttonai outlines throughout ihtJCTtii^ lengi of the micro-patterns''' 
or Applicant's, 

(&) ''micro-patterns having continuous and repeated arc^uate cross- 
sectional outlines tluoughout the entire length of the micro-patterns, 
two adjacent said recesses being separated by a distance on. an order 
of 150, urn." 

to short, the administrative record estabi ishes that "'thread 9 of 1 1 ansson '838 is unadorned with my 
son of niicro-palterns a.s defined by Applicant's claimSv Thene niicronieter '^difTerences" may not 
be ignored, either under the requirement of 35 U.SXX §t03(a) that all 'yiilfcrences*' be considered, 
or luider the explicit teachings of CuiOeron '5 1 2 and Bansson '838 of the crucial anatomical details 
necessary lor tlie cojTect marmlactiire and use of their respective appliances. The fact that some 
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aspects of CiiiOeroh *5I 2 or HaiisscM ^838 iiiay bes^r some issmiiteity to the defiiiiiions given by 
Applicant's claims is immateria! to the issue of obviousness, pardciilafiy where neither reference 
teaches Applicant's """micixvpatterns having continuous and repeated arcuate cross-sectional outUnes 
thimighout the entire length of die micro-patiems, two a4iacent said recesses bemg separated by a 
distance on an order of \ SO }iin ." In point-of-fact the e\ idence inirocJuced into the administrative 
record demonstrate.^ that Cuilleron ""5 12 tails to suggest either Applicant's (a) **core sunounded by 
helical threads/' or Applicant's (^) *^core surrounded by helical threads, with the mclined flanks of 
said threads bearing a coniijiuum of micro-j:jattems^' and that Hanssion '838 lacks Applicant' si 
"mi cro*pat tems^ having continuous and repeated arcuate eross-sectionai outlines throughout the entire 
length of tht^ micro-pattems . 

In jd^oit. the flndiixg-oi^fact set forth in Paper No. 2009051 1 that Cuilleron '5 1 2 ""diseloses 
an implant having a eylindricaJ cord (Figure 5) with h^ticai threads <2by- is fantasy^ unsupported 
by a thorough reading o f Cuilleron '512. As noted in the foregoing pa^agmphs^ two observatioi^s 
confirm this omission in Cuilleron '512: tlrst, the perfection of the symmetry in the disposition of 
the cotyle I on botli sides of the structin es illustmted by Figin^s 1 and 5, and second, the absence 
of the adjective ""helical** hnm the specification of Cuilleron *5 1 2, How can Cuillemn '512 be said 
to teach any periphera! stracUire except series of space-apart concentric rings if Cuilleron '512 itself 
does not use the adjective ''helical ?'' The use of ''threading'' in the English language translation is 
simply that; ^*threading'^ is not synonymous with either "helicaf or with ^lielical threading/' 

These omis^^ion>j in the adniimstrative record, together with the Examiner's recognition that 
Cuiileron '512 '"^does not explicitedly disclose that said micro-patterns have contliiuoiis ^nd 
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repealed arcuate cross-sectional oiitlines/* and tiie feet that the ^'^threads*' 9 of Hanssoii '^838 cm 
not simultmmmly be said to constitute Af)plicant^s (u) ''helical threads'' sarrouuiimg a core, or 
Applicant's (h) ''micro-p^Uterns Ibrmed on the flanks of helical threads,'* there is no prima fixcie 
showing of obvioiiSiiess, 

Applicant rcspcctftilly submits that nchher Hansson '838"' Figures 1, 2 or 3, nor the 
Examijier' proposed combination teach Applici^nl's *'i:nicro-pattenis formed on the flanks of helical 
tiireads'" because I-faiisson ^838 leaches no adorned ^*ilaiiks/' 

Given these deficieooies in tl>e evidence introduced into tlie adminisu^tive record, the 
evidence does not support the Exammer's ultimate concliJsioB of law of obvionsness* Withdra wal 
of this rejection is therefore, respeetfidly recjiiested. 

Third, one of the prmdpat patentable distinctions between the pending claims aM the prior 

art is th^it the combined prior art fetils to teach or siiggest Applieant's claims 7, 1 3 and ^Vwo 

ad/acent recesses being separmed by a dmianceon an arder qf lSOfim^^. This feature is defined by 

the pendhig claims, in terms of: 

Claim 7, 'two adjacent said recesses being separated by a 
distance on an order of 159 ftm^'; 

Claim 13, ''two adjacent said recesses being separated by a 
disiaiice on. m order of 150 jintf arid 

Claim 19; '*the dLs; lance between the neighboring 
micro-pattenis being approximately 1 50 imr\ 

It is patentabiy signi tlcan t that in Paper No* 200905 1 1 , the Ex a miner explicitly admits that Cui Oeron 

*512 fmh to disclose a specific distance between each micro-paitem. 
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Paper No. 200905 1 1 irefersi to H<mssori * 838 which te^iches that theiiistanbe between adiacent 
threads may be approximateiy 0.2 millimeters (Le.^ approxiinately 200 micrometers (fjin))^ mid 
allegCsS that, 

''{m)ei^!y providing for similar such spacmg (e-g. 1 50 ^uii) for 
the undisclosed spacing of the CuiHeroii microtlireads iii order to 
promote rapid bone growth into the microtkreading would have been 
obvious to one of ordinary skill in the art.*' 

Additionaiiy, pages 4 and 5 of Paper No, 200??05l 1 state: 

''Ib the respoi^se of October 23^2{M)8 a declaration uiider 37 
CFRL132 by the in ventor conchided that the "1 50 p.m micro-pattern 
provide opiimal site for bone ingrowth"' (paragraph 1 1 ) axvd provides 
evidx^nce hi the fbrm of test results that show the ingrowth of bone 
into micro-patterns of 150 pm. The examiner notes that Ihe 
declaration feils to provide results for any other spacings and as si?ch 
Mis to provide any basis for ai'guments that the results are 
unexpected or have any meaiiingfoi disiinciion over the similarly 
sized spacing of Hansson which is disclosed as promoting bone 
gro%¥th. Moreover, the mere testing of similarly sized ^pacings in 
order to find the most optinml spacing is not of no patentable merits 
but rather the resiilt of routine testing obvious to the ordinarily skilled 
artisan. 

Applicant further argues in the response of 12/19/^008 the 
declaration when taken in context with the originaijy filed 
spedfication the claimed spacing is indeed optimal because it also 
factors in the desire to maintain the largest possible surface contact 
area between the implant and the bone. The examiner is not 
persuaded. One desiring to practice the CuiUeron invention would 
have to detemiine the spacing of the microthreads 2c on their own 
accord since Cui Heron is silent on the issue. Hansson et al leaches 
that for similar nucrothreads in a bone implaju that thread spacing of 
around 200 pm is desinible because it provides for rapid bone growth. 
Merely, selecting similar spacing for the C^inlleroo micmthreading 
wouid vSimpiy be obvious to the ordinarily skiiied artisan as a matter 
of routine practice:" 
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Appiicaiititjspectfelly disagr^ Exammer sisssertioti because AppHeailt's **750/i?w spacing 

between a4f(iceni micro-paUems'' is mi obtained by a merely routine testing, Rafiier, Appiicant's 
'750 spacmg *' is carefully selected in oixler to provide a micro-groove having enough size 
needed to grow the jaw bone tissue, vi^hile maintaining tiie largest possible surface contact area 
between the implant and the bone. 

The absence of any teaching ori?>ugge.stions in the evidence introduced into the administrative 
record of this prosecution history that (a) ^'spacing biHween adjacent micn}-pattems'^ conld be 
determined by routine te^sting, or (b) Hii^^^spacmg between ad/acent fmcro-pattems*'' in a conirollable 
variable diat would be a likely candidate for yielding both {/) adeq^iate growth of the j aw bone fe^sue 
and (i7) maintain the largest possible sur&ce contact area between the implant and the bond> These 
omissions from the prosecution hisiQi^ may w view of the expj^ss command of the 

US. Congress set forth in 35 U,S.C. § 1 03(a) that the '\liiferences- ' between the snbgectmaltersought 
to be protected by the pending claims and the prior art be identified, and that those differences: be 
weiglied against *'the subject matter as a whole" befbre a conc!usion-of-!aw on obviousness be made. 

Specifically, as explained in Applicant's Amendment filed on 23 October 2008, Applicant's 
original specification explicitly discloses that the number of niicro-paltems farmed on tlie tliread 
inclines is preferably to be as great as possible, because as tlie number of the micro-pattems 
increased, the contact ama of the implant is increased^ thereby enhancing the mechanical engaging 



Page 6, lines 3-5 of Applicant's original specification reads: ^''MeanwMle, as the 
nnmber of the patterns is increased, the contaet area of the implant is also 
remarkably tuereaseci, whereas lime fbr niaehining the patterns is also extended.'' 
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ftm^e betwt^en implarit mid the bone.^ hi order 10 increase the number of micro-patterns, the 
spacing between the micro-patlerm should be deci^ased accc>rduigiy . On the other band, Appiicant's 
original specification also explicitiy discloses that the size of the micro-patterns should be 1 00 iim 
or more becaiJse a micro-groove needed to grow the jaw bone tissue has a minimum size of about 
] 00 ^un/ Accordingly, Applicant coiidudes that the micnvpattems should have a size of 1 50 
in order to provide a micro-groove having eiiough Him needed to gix>w the jaw bone tissue, while 
maintaining the largest possible surface contact area between the implant mid the bone. 

X)n the other hand, neither otic of CuiUeron ' 513 and Hansjiou *S3S hm recognised the need 
for providing amkro-^roove both having (i) enough sizeneeded to gix>w the jaw bone tissue, while 
(//) maintaining the largest possible surtace contact area beuveen the imphmt and the bone. As 
explicitly admittedby the Exarniuer, Cuilleron '5 12iaite to diselose a speeifio diMance between eaijh 
micro-pattern, and Hansson - 838 merely discloses that the distance to the adjacent microthread may 
be 200 ftm. Hansson ""SSS 's 200 ^mh dif&rent from Appiicant's 150 pni by more than 30 percent . 
Table 1 illustrates these deficiencies in the administrative record: 



Page 3> Hnes 25-30 of Applicant's original speciScation reads: "The present 
inventiou has been made to solve the above problems, aud it is an object of t!ie 
present invention to provide a helicai implant, which is tbrmed with a micro-pattern 
on thread inclines^ of the helical implant, so that a contact m ett and a engaging 
force between the implant and the jaw bone can be increased, and so that stress 
concentration can be restricted, thereby dispersing a physiological ioad.^' 

Page 5, lines 23-25 of Applieant's original $pecitication reads; " - Siincea 

micro-groove needed to grow the jaw bone tissue has a mimmum ^l^se of about 100 
Sm-^ tlie pattern must be fbriiied to have a size of 100 um or more, prefefably 1 50 m.'' 
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Present mvention 


Cuilleroii '512 




a core 


an anchoring threading for 


a dental impiant having a 




bone impkint 


conicany flaring portion 10 


surrounded by helical threads 






micro-patterns formed on 


micro threads ( I f, 2c) 


micro^threads 9 


the flanks of helical threads 








formed on the surfece of the 


formed on the surfece of 




ihreadmg{lc) 


coBicaJly flaring porlioB 10 


with the micro-pailerns 






comprising om or more 






recesses and proinisions, and 
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two adiBcent said recesses 


micro threads in the 


tlie distance betweeii adjaeent | 


bemg separated by a distaiKx* 


dimenskm of micrometers 


micro-tlireads 9 may be 200 


on an order of 150 jim. 







it is dDubtfhl, ill view of the foregoing noted deficiency in the evidence present in the 
admim^tralives that the^re is evidence wMcii would penni t and inference that one with prcimarj' 

skill in the art will comMne 1-lamj^on '838 and Cuiileron '512 to reach AppHcant'ji: '"150 p.m 

Paper Ho. 2009051 1 reached a ftiiiher concl usion of law iihout the obviousness^ vel mm of 
the siibject matter defmed by Applicant's^ pending claims^ namely that^ 

'"the mere testing of similarly mmd spacings in order td find the most 

opiimai spacing is not of no patentable tnerit, but rather the result of 
routtne testing obvioius to the ordinariiy skiiled aiti^^aif \ 

and 

''Mereiy, selecting similar spacing for tlie Cuilieron 
micfothreading woxiid simply be ob\ious to the ordinarily skilled 
artisan a.s a matter of routine practice". 

lliis conclusion of law is in conformance %vith an earlier statement by "fhomas Edis^on, 

''Genius is; one percent inspiralion, ninety-nine percent 
perspiration/* 

Ttie laborious rooting testing is exactly what Ttiomas Edisoii said constitutes an invention. To 

fortber buttress the Examiner's conclusions of law. Applicant respecttliOy submits that in actuahty,, 
(a) only by unduly tedious and laborious experimentation would an ailisan of ordinaty^ skill in the 
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art be abie to identify which dimension or spacing would be suitable e^Midates for cdnsidemtiori 
for use in Applicant's heiicai impiaot, and (b) only by for ther aiiiduly tediaus and laborious 
experimentation wmild an artisan of ordinaiy skill m the art be able to obtain, 

*^two ailj'acent recesses heing M'^parated by a distance on an order of 

recited by Applicant -s clainis 7^ 1 3 md 1 9. This recognitiim of the necessity for """^muime testing^- 
which the Examiner hm introduced into the adinimstrative record, h the hallmark of non- 
obviousTje^^ under 35 U.SXl §1 Q3(a). 



In view of the foregoing amendments mui remarks, all claims are deemed to be atiowable and 
thh application is believed to be in condition to be passed to issue. Should atiy questions remain 
unsolved, the Examiner is respectfully requested, to telephone Applicant's ondersigned attorney- 
No fee is incun-ed by this Amendment. 

Respect&lly submitted, 

/Robert E, Bushneil/ 
Robert E, Biishneli 
Attorney for the Applicant 
Registration No.: 275774 

2029 ^'K^^ Street Suite 600 

WasMngion, 200064004 
(202) 40B-9040 

Folio: P57672 
Date: S/I1/09 
LD.: REB/YFM 
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